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CALVERT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 2 to

4 and 6 to 11, all of the clains remaining in the application.
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The cl ains on appeal are drawn to an endotracheal tube,
and are reproduced in the appendi x of appellant’s brief.?

The references applied in the final rejection are:

Vi | asi 3, 968, 800 Jul . 13,
1976
Adai r 5, 329, 940 Jul. 19,
1994

An additional reference, of record, applied herein in a
rejection pursuant to 37 CFR 8§ 1.196(b) is:
Car den 4,041, 936 Aug. 16,
1977
Claims 2 to 4 and 6 to 11 stand finally rejected under
35 U.S.C. §8 103(a) as unpatentable over Adair in view of
Vil asi .
Wth respect to independent clainms 10 and 11, the basis
of the rejection, as set forth on pages 3 and 4 of the
exam ner’s answer, is:

Adair discloses an endotracheal tube for
use with a fiberoptic or other intubating stylet

'n review ng the application, we note that the subject
matter recited in clains 4, 8 and 9 is not shown in the
drawi ngs, as required by 37 CFR § 1.83(a). Also, the subject
matter of claim9 does not appear to have antecedent basis in
the specification, as required by 37 CFR 8 1.75(d)(1).
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(fig. 5), conprising: a unitary tube (#12
of figs. 5 9) with a proximal portion of
general ly constant cross section and a hol e
(22) situated on the distal end, whereby
during use resistance in said unitary tube
is not disclosed to be significantly

i ncreased.

The difference between Adair and new claim
10 is a tapered distal end.

Vil asi teaches and [sic] endotracheal tube
(12) which includes a tapered distal end (44) as
illustrated in fig. 1.

It woul d have been obvious to enpl oy any
wel I known endotracheal tube with the fiber
optic bronchoscope of Adair including the
endotracheal tube of Vilasi.

Wth respect to the clained one or nore
holes, it is submtted that it is commonpl ace to
enpl oy at | east one hole in the distal end of an
endotracheal tube as taught by Adair (fig. 4) in
order to provide a secondary opening to the
interior of the endotracheal tube in the event
that the distal end (16) becomes bl ocked.

* * * * *

New claim 11 appears to be substantially
equi valent in scope to claim1l0 and is included
in Adair as nodified by Vilasi for the reasons
set forth above with respect to new claim 10.

After fully considering the record in light of the
argunents presented in appellant’s brief and the exam ner’s
answer, we conclude that this rejection is not well taken.

First, we note that, contrary to the exam ner’s statenent

supra, the tapered distal end 44 of Vilasi is not a part of

t he endotracheal tube 12 per se, but rather constitutes tips
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on each of the four legs 18, 20, 22, 24, which | egs, through a
di scl osed nechani cal arrangenent, cause links 40 to pivot to
the position shown in Fig. 2, thereby expandi ng tube 12.
According to Vilasi’s disclosure, tips 44, when nade of a
deformable material, may be readily shaped "to the
configuration and contour of the opening into which the sane
are to be inserted so as to enable their ready and easy
insertion into and renoval from such opening"” (col. 5, lines
30 to 34). Also, they "may be further deforned and shaped by
the anesthetist to assure their snooth and easy entry into the
glottic passageway” (col. 5, lines 65 to 68).

It is well settled that

[ 0] bvi ousness cannot be established by conbining the

teachings of the prior art to produce the clainmed

i nvention, absent sone teaching or suggestion

supporting the conbination. Under section 103,

t eachi ngs of references can be conbined only if

there is sonme suggestion or incentive to do so.

ACS Hospital Systens, Inc. v. Mntefiore Hospital, 732 F.2d

1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). 1In the
present case, the apparatus disclosed by Adair includes an
endotracheal tube 12 in which the balloon 18 is expanded by

air pressure, rather than the tube being expanded by
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mechani cal neans, as disclosed by Vilasi. In our view, the
fact that Vilasi discloses tapered, defornmable nenbers
extending fromthe distal end of such nechani cal neans woul d
not teach or suggest to one of ordinary skill providing a
taper on the distal end of Adair’s endotracheal tube, since,
as previously noted, Vilasi’'s tapered nenbers 44 are not on
t he tube, but are on the mechani cal neans, which is | ocated
within the tube. Thus, the nost that Vilasi m ght teach or
suggest woul d be the provision of tapered nenbers on the
di stal end of a nmenber l[ocated within the tube, rather than a
tapered portion on the tube itself, as called for by the
cl ai ns.

Accordingly, the rejection of clainms 10 and 11, as well
as the rejection of clains 2 to 4 and 6 to 9 dependent

thereon, will not be sustained.
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Rej ection Pursuant to 37 CFR § 1.196(b)

Pursuant to 37 CFR 8 1.196(b), clains 2, 4 and 10 are
rejected under 35 U.S.C. § 103(a) as unpatentabl e over Carden
in view of Adair. Carden discloses an endotracheal tube 10,
for use with a fiberoptic bronchoscope 40, having a proxi nmal
portion 11 of generally constant cross section, and a distal
portion
(Fig. 2) including a balloon 16 thereon and a tapered end
portion 19 di sposed on the distal portion, configured as a
truncated cone, and termnating in a ventilation opening 1lla.?
The only limtation in claims 2, 4 and 10 not discl osed by
Carden is that the tube has "at |east one additional opening
di sposed in or near said tapered end portion." However, Adair
di scl oses an endotracheal tube 12 in which, in addition to end
opening 16, an additional opening 22 is disposed near the end
portion "which aids in the equal dispersion of oxygen into the

lungs LL, RL" (col. 5, lines 17 to 20). In view of this

W note that at page 14, lines 17 to 19 of the
speci fication, appellant discloses that "The tapered end .
could be, for exanple, a truncated conical section, with or
w thout a generally cylindrical, short guide at the very tip
of the taper." The apparatus disclosed by Carden has such a
cylindrical, short guide portion 17.

6
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teaching of Adair of the desirability of including an
addi ti onal opening near the distal end of an endotracheal

tube, it would have been obvious to one of ordinary skill in
the art to provide such an opening near the distal end of tube
10 of Carden.

In making this rejection we have revi ewed the declaration
under 37 CFR 8 1.132 of Dr. Benunof (filed January 31, 1997),
but do not consider it to be pertinent because it relates to
t he question of the obviousness of conbining Adair and Vil asi,
and does not refer to the tapered tube disclosed by Carden.
Concl usi on

The examiner’s decision to reject clains 2 to 4 and 6 to
11 is reversed. Cdains 2, 4 and 10 are rejected pursuant to
37 CFR § 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (amended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63,122 (CQct. 21, 1997)). 37
CFR 8 1.196(b) provides, "[a] new ground of rejection shal

not be considered final for purposes of judicial review"
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37 CFR 8 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c) as to the rejected clains:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner

(2) Request that the application be reheard
under § 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record . :

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

REVERSED. 37 CFR § 1.196(b)

| AN A, CALVERT
Adm ni strative Patent Judge

N N N N
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BOARD OF PATENT

JOHN P. MCQUADE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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Sanmuel L. Al berstadt
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